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FRANSIOLI, et al. v. Prest-O-Lire Company 


234 Fed. Rep., 63) 
United States Circuit Court of Appeals 
Sizth Circuit, June 30, 1916 


" Unratk CoMPETITION—USE oF MARKED CONTAINERS. 

Recharging and reselling acetylene gas tanks, well known to the public 
under a certain trade-mark, will be enjoined as unfair competition, unless 
the trade-mark is completely and permanently obliterated. 

Covering it with black paint is insufficient obliteration. 


Appeal from an order of the district court of the United 
States for the western district of Tennessee, granting a temporary 
injunction. Remanded with directions to modify order to conform 
with order in the Davis case (4 Trade-Mark Rep., 419). 


P. M. Canale, of Memphis, Tenn., for appellants. 
Wright, Miles, Waring & Walker, of Memphis, Tenn., for ap- 
pellee. 


Before KNAPPEN and Denison, Circuit Judges, and Cocn- 
RAN, District Judge. 


Per Curiam. The Prest-O-Lite Company, a manufacturer 
and distributor of acetylene gas for lighting automobiles and other 
vehicles, brought suit to restrain alleged unfair competition and 
infringement of trade-mark by the copartnership called the Bluff 
City Welding Company, which acted as sales agent for the Mem- 
phis Acetylene Gas Company, which latter company was permitted 
to become a codefendant. Plaintiff stores its gas in portable, cop- 
per-plated steel cylinders, the container being marked “ Prest-O- 
Lite Gas Tank” and bearing plaintiff's corporate name as manufac- 
turer, etched in the metal surface of the cylinder, together with a 
notice licensing its sale and use only when filled with gas and ace- 
tone compressed by plaintiff, who furnishes its customers in the 
first instance with the filled package, the empty container being 
exchanged for filled packages under a system and on terms described 
in the opinion of this court in Prest-O-Lite Co. v. Davis, 215 Fed. 
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349 (Reporter, vol. 4, p. 419], where also plaintiff’s trade-mark 
rights are set forth. The gist of the charge against defendants is 
that they are recharging empty Prest-O-Lite containers with gas 
made by the Memphis Company, and in effect selling Prest-O- 
Lite tanks charged with the gas referred to. Collins and others, 
who own Prest-O-Lite tanks, and have been in the habit of having 
them refilled by defendants (as well as by another party) at prices 
said to be much less than charged by the Prest-O-Lite Company, 
were given leave to intervene for the protection of their asserted 
right to continue such practice. The appeal is from an order 
granting a temporary injunction restraining defendants, in sub- 
stance, from refilling Prest-O-Lite tanks with any material, and 
from dealing in such tanks refilled by others than plaintiff, without 
in all cases removing or obliterating plaintiff’s trade-mark, and 
from passing off such refilled tanks as Prest-O-Lite gas tanks, 
exchanges, or refills. 

The prominent grounds on which defendants contest plain- 
tiff’s right to the relief granted are: (1) That defendants have not 
been guilty of fraud or unfair trade; and (2) that the attempt to 
limit the use to which plaintiff’s gas tanks shall be put after sale 
by plaintiff is void, whether rested upon trade-mark rights or the 
system of exchanging filled for empty tanks. 

The case differs in no essential feature from the Davis case, 
and defendants’ contentions in the instant case are, with one ex- 
ception, fully covered by what was said in the former case and in 
the opinion rendered by Judge Hollister in that case in the district 
court. 209 Fed. 917 [Reporter, vol. 4, p. 91]. The views an- 
nounced by us in the Davis case are in harmony with the decision 
of the circuit court of appeals of the seventh circuit in Searchlight 
Gas Co. v. Prest-O-Lite Co., 215 Fed. 692 [Reporter, vol. 4, p. 273] 
and the decision of the circuit court of appeals for the eighth 
circuit in Prest-O-Lite Co. v. Heiden, 219 Fed. 845 [Reporter, vol. 
5, p. 119]. On the authority of these decisions, the order appealed 
from must be affirmed except in one particular: it forbids the re- 
filling of, or dealing in, Prest-O-Lite tanks without “‘completely re- 
moving and permanently obliterating from said cylinders or tanks 
the said trade-mark ‘Prest-O-Lite,’”’ etc. Defendants’ only at- 
tempt to obliterate the trade-mark “‘Prest-O-Lite”’ is by covering 
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t over with black paint. Such covering is no more permanent 
than the covering by printed paper label, held in the Searchlight, 
Davis, and Heiden cases to be an insufficient obliteration. But 
y an amendment of the obliteration provision of the order in the 
Davis case (made after the decision of the district court in the 
nstant case and subsequent to the amendment of the order in the 
searchlight case) the refilling or dealing in refilled Prest-O-Lite 
tanks was forbidden without “replating or enameling the outer 
surface of such cylinders or tanks so that the name of the Prest-O- 
Lite Company and the word ‘Prest-O-Lite’ shall be obliterated 
to the complete extent that either plating or enameling can be 
made to so obliterate, and such obliteration by plating or enameling 
shall not be dispensed with, no matter how such name and trade- 
mark appear, whether plated, etched, or otherwise, and without 
n addition thereto plating or stamping on the outer surface of 
the tank in legible and permanent form notice that such tank has 
been refilled or recharged by the defendants or their agents.” 

Defendants, by their brief (presumably written before they 
learned of our amended order in the Davis case), ask that the order, 
unless reversed, be made to conform to that in the Searchlight case, 
which differs somewhat from that in the Davis case. Plaintiff 
now consents to amendment conformably to that had in the latter 
case. We take it for granted that defendant would rather have 
the order conformed to that in the Davis case than to have it 
affirmed. 

The record is accordingly remanded to the district court, with 
directions to modify the order so as to conform substantially to the 
amended order in the Davis case. The costs of this court will be 
divided. 
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Outp Lexincton Cius Distituinc Co. v. Kentucky Dztstit 
LERIES & WAREHOUSE Co. 


United States Circuit Court, District of New Jersey 
November 1, 1909 


TrapE-MarK—REGISTRATION—Suit In Equity. 
A suit will lie under section 4915 revised statutes, to obtain registratior 
of a trade-mark improperly refused by the patent office. 
TrapE-MarK—DEscrIPTIVE AND GEOGRAPHICA}. TERMS. 
The words, “‘Old Lexington Club” as applied to whisky are not so plainl) 
invalid as a trade-mark because geographical or descriptive that their inva 
lidity should be determined upon demurrer. 


On demurrer to bill of complaint. Overruled. For opinion 
on final hearing, see Reporter, vol. 6, p. 457. 


Messrs. Alexander & Green and Mr. Charles C. Deming for 
the demurrant. 
Mr. John M. Coit, for the complainant. 


Cross, J.: This matter is before the court upon a demurrer 
to the bill of complaint, which is founded upon section 4915 of 
the Revised Statutes, and section 9 of the Trade-Mark Act, of 
February 20, 1905. 

Briefly stated the bill shows that on or about the 29th of May, 
1905, the complainant applied to the Commissioner of Patents for 
registration of the mark “Old Lexington Club”’’; that notice of 
opposition was filed thereto by the defendant herein, to which 
answer was duly made by the complainant; that upon such issue 
the examiner of interferences found in favor of the complainant, 
and adjudged that it was entitled to register the mark in question; 
that such decision was appealed from, to the commissioner of 
patents, who affirmed the decision of the examiner; that thereupon 
appeal was taken to the court of appeals of the District of Colum- 
bia, which reversed the decision of the commissioner and de- 
termined that the complainant was not entitled to the registration 
of said mark. 

Thereupon this proceeding was instituted under section 4915 
of the Revised Statutes, which provides in part as follows: 
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Whenever a patent is refused, either by the commissioner of patents or by the 
supreme court of the District of Columbia, upon appeal from the commissioner, 
the applicant may have remedy by bill in equity. 


The word “patent” as used in the above statute, has been 
held by the Supreme Court to apply to trade-marks. (Frasch v. 
Moore, 211 U.S., 1; Atkins v. Moore, 212 U. S., 285.) A number 
of causes of demurrer were assigned, of which however, the follow- 
ing only were argued. 

1. That the alleged trade-mark is invalid because it is geo- 
graphical. 

2. That the alleged trade-mark is invalid because it is descrip- 
tive. 

3. That the alleged trade-mark is invalid because it resembles 
too closely the trade-mark of another. 

t. That the alleged trade-mark is invalid because it consists 
merely of the name of a corporation. 

5. That the alleged trade-mark is invalid because it does not 
indicate ownership and origin. 

A careful reading of the opinion of the court of appeals of 
the District of Columbia, shows that its conclusions were, to a 
considerable degree, if not entirely based upon the evidence before 
it, and it is clear to my mind that the matters involved in this 
suit, cannot, with a proper regard to the rights of the parties, be 
adjudicated upon demurrer. It is impossible to say at this time 
that no evidence that could be adduced might not change any 
conclusions thus reached, and where such is the case a demurrer 
should be overruled. The invalidity of the mark in question is 
not upon its face obvious; the most that can be said is, that it is 
doubtful. Turning briefly to the causes of demurerr, it may be 
said as to the first, that an objection that a trade-mark is invalid 
because, consisting of a geographical name cannot be considered on 
a demurrer. (Jewish Colonization Association, et al. v. Solomon 
and Germanski, 125 Fed., 994.) And particularly is this so where, 
as in this case, it is alleged in the bill and admitted by the de- 
murrer, that the words “Old Lexington Club,” have been recog- 
nized for a long period, by the trade and the purchasing public 
as an arbitrary mark identifying the origin and ownership of the 
goods upon which they appear, and that the complainant is en- 
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titled to the sole use thereof. The second ground of demurrer is 
likewise a proposition which cannot in the absence of evidence, 
and in view of the allegations of the bill, be adjudicated in favor of 
the demurrant. The mark, may, or may not be descriptive in 
fact, but the bill alleges that it is not, and the demurrer admits 
that it is not. As to the third ground, that is a matter which 
clearly must be set up by way of answer and established by proof. 
As to the fourth ground, it is sufficient at this time, to say that upon 
the face of the bill the alleged trade-mark does not clearly appear 
to consist merely in the name of a corporation. Furthermore, 
the mark accepting the allegations of the bill, was in use by the 
complainant and its predecessors in title, long before the com- 
plainant was incorporated, while of the last ground, it may be 
said that it is simply a denial of a fact alleged in the bill. 

Any intimation as to the ultimate merits of this controversy, 
has been carefully avoided. The only attempt has been to show 
that its merits can be safely adjudicated here, as they were in the 
court of appeals, only after all available light has been thrown 
upon the matter, by evidence. 

The demurrer will be overruled, and the defendant allowed 
thirty days in which to answer. 
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Otp Lexincton Cxius Distituinc Co. v. Kentucky DIstTIL- 
LERIES & WaREHOUSE Co. 


234 Fed. Rep., 464) 


United States District Court, District of New Jersey 
August 1, 1916 


1. TRADE-MarkK—REGISTRATION—SuItT IN Eauiry. 

A suit will lie under section 4915 revised statutes to obtain registration 

of a trade-mark improperly refused by the patent office. 
TRADE-MarK—DESCR#TIVE AND GEOGRAPHICAL TERMS. 

The words “Old Lexington Club” as applied to whisky are neither geo- 
graphical on the one hand, nor descriptive on the other, and should not be 
refused registration on these grounds. 

TraDE-MarkK—INFRINGEMENT—LACHES—Bar TO REGISTRATION. 

Where the owner of a trade-mark is aware of the use of its mark by another, 
but fails during upwards of fifteen years to assert its right thereto, permitting 
the later user to build up a business under the mark much more extensive than 
its own, the owner of the mark is estopped from acquiring the prima facie 
title to the mark conferred by registration. 

t. TrapE-MarkK—REeEGISTRATION—GROUND FOR REFUSAL. 
Since registration under the statute is prima facie evidence of ownership, 
it should not be granted to one who is estopped from asserting an exclusive 
right to the mark. 


ro 


In equity. On final hearing. Bill of complaint dismissed. 
For opinion on demurrer to bill of complaint, see Reporter, vol. 
6, p. 454. 


John M. Coit, of Washington, D. C., for plaintiff. 
Hal C. Bangs, of Chicago, Ill., and Charles C. Deming, of 
New York City, for defendant. 


Haircut, District Judge. The plaintiff, claiming to be the 
owner of a trade-mark for whisky, consisting of the words “Old 
Lexington Club,” filed an application in the patent office for the 
registration thereof, pursuant to Act Feb. 20, 1905, 33 Stat. 724. 
The defendant opposed the registration upon the ground that it 
was the owner of a trade-mark for whisky consisting of the words 
‘Lexington Club,” and that a trade-mark so similar to it as “Old 
Lexington Club” would be likely to cause confusion or mistake in 
the mind of the public and thus injure the defendant. The exam- 
iner, to whom the question thus raised was referred, found priority 
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in adoption and use in the plaintiff. The defendant thereupon 
appealed to the commissioner, who affirmed the judgment of the 
examiner. Thereafter the defendant prosecuted an appeal to the 
court of appeals of the District of Columbia, which reversed the 
former judgments, upon the grounds (1) that the proposed trade- 
mark consisted merely of the name of the plaintiff corporation; 
and (2) that it was but a combination of words in ordinary use 
as descriptive adjectives—“ Lexington” being geographical, and 
“Club” descriptive of quality or grade. Kentucky Distilleries & 
Warehouse Co. v. Old Lexington Club Distilling Co., 31 App. D. C. 
223. About a year after that decision was rendered the plaintiff 
filed this bill; the authority for doing so being section 4915 of the 
Revised Statutes (Comp. St. 1913, § 9460), and section 9 of the 
Trade-Mark Act of 1905 (Comp. St. 1913, § 9494). Atkins v. 
Moore, 212 U. S. 285, 29 Sup. Ct. 390, 53 L. Ed. 515. A de- 
murrer was interposed to the bill, but the same was overruled by 
the late Judge Cross. The defendant does not here urge the first 
of the grounds relied upon by the court of appeals of the District 
of Columbia, presumably both because Judge Cross held that the 
proposed trade-mark did not appear to consist merely of the name 
of a corporation, and because, subsequent to the decision of the 
court of appeals, the Trade-Mark Act was amended to provide 
that the registration of a trade-mark, otherwise registerable, 
should not be denied because of its being the name of an applicant 
or a portion thereof. Act Feb. 18, 1911, c. 113, 36 Stat. 918; Act 
Jan. 8, 1913, c. 7, 37 Stat. 649 [Comp. St. 1913, § 9490]. 

The second ground relied upon by the court of appeals is, 
however, advanced in this case. Whatever may have been before 
that court, there is no evidence in the record here to justify the 
conclusion that the word “‘Club,”’ as applied to liquors, is indicative 
of quality or grade, but, on the other hand, the only evidence is to 
the contrary. It does not appear, therefore, that this word has 
acquired in the liquor trade a generic meaning. While the word 
“Lexington,” standing alone, might denote the geographical origin 
of a product, and hence not be the subject of exclusive appropria- 
tion as a trade-mark, it by no means follows that its use, in combi- 
nation with other words, would denote simply the place of manu- 
facture. As the word “Club” does not indicate the quality or 
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grade, and as social clubs are not engaged in the manufacture of 
liquor, I fail to see how the words “Old Lexington Club” can, in 
iny sense, be considered as signifying that the product so marked 
was manufactured at Lexington, Ky., or as indicating its quality or 
characteristics, or be viewed as anything other than a fanciful des- 
ignation, arbitrarily selected to designate the product of plaintiff 
and its predecessors. If the phrase were “Old Lexington Whisky,” 
. different situation would probably be presented. 

These views, I think, are in harmony with those expressed by 
\ir. Justice Pitney in the recent case of Hamilton-Brown Shoe Co. 
v. Wolf Brothers & Co., 240 U.S. 251, 36 Sup. Ct. 269 [Reporter, 
vol. 6, p. 169]. The words “ Maryland Club,” as applied to whisky, 
were evidently considered as a valid trade-mark by both Judge 
Hough and the circuit court of appeals of the second circuit in 
Thomas G. Carroll & Son Co. v. McIlvaine & Baldwin (C. C.) 171 
Fed. 125; Thomas J. Carroll & Son Co. v. Same, 183 Fed. 22, 105 
(.C, A. 314. To the same effect is Cahn v. Gottschalk, 2 N. Y. 
Supp. 13. See, also, Heublein v. Adams (C. C. Mass.) 125 Fed. 
782. The case of Cahn v. Hoffman House, 9 Mise. Rep. 461, 28 
N. Y. Supp. 388, relied upon by the circuit court of appeals of the 
District of Columbia, is not persuasive in this case, because it does 
not here appear, as it did there (according to the opinion), that 
the word “Club,” when applied to various kinds of liquor, has a 
special meaning indicating grade or quality. 

In deciding the remaining questions in the case, the plaintiff's 
and defendant’s respective trade-marks, because of their marked 
similarity, may well be considered as identical. It was found by 
the examiner, as well as the commissioner, that the plaintiff and 
its predecessors have used the trade-mark, which is sought to be 
registered, on their products since the year 1874. In this respect 
their findings were evidently concurred in by the court of appeals 
of the District of Columbia. The record in this case also quite 
conclusively proves its adoption and use by plaintiff’s predecessors 
in the year 1874 or 1875. In 1876 Reed, who originated it, regis- 
tered one of the labels used by him in the patent office. Copies of 
newspapers published in Lexington, Ky., in 1876 and 1877, show 
advertisements of ‘“ Reed’s Old Lexington Club Hand-Made Sour 
Mash” whisky. Admittedly the use by the defendant and its pre- 
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decessors of the words “Lexington Club” does not antedate 1878. 
Undoubtedly, therefore, plaintiff’s predecessors were the first to 
adopt and to use the designation in question as a trade-mark for 
whisky. 

Nor have I any doubt that the plaintiff has acquired title to 
the same. It was first adopted and used by J. H. Reed, who was 
in business by himself for a few months, and then with one Jack- 
son, and later with one Warner. During all of this time it was 
used by these various firms. Subsequently Warner & Reed be- 
came financially embarrassed, and their business was taken over 
by one of their creditors, from whom the present plaintiff, in 1890, 
acquired, not only the distillery which formerly belonged to and 
was operated by Warner & Reed, but all of the latter’s stock, trade- 
marks, etc. The name has been used by plaintiff continuously 
since that time, as it was likewise used during the time the busi- 
ness was operated by the creditors of Warner & Reed. It appears 
that in 1878 the words “Lexington Club” were adopted by Frei- 
berg & Workum, who were engaged in the wholesale liquor busi- 
ness at Cincinnati, as a trade-name for certain whisky which was 
distilled by them at Petersburg, Ky. They operated that distill- 
ery and used the trade-mark on their products continuously until 
1899, when both the distillery and the trade-mark were sold to the 
present defendant. Their sales of whisky so branded extended 
over a large territory and were of considerable volume. Originally 
Reed did not distill any of the whisky which he sold under the name 
of “Old Lexington Club,” but purchased it. His sales were small 
and within a limited territory. The sales by Warner & Reed, 
while more extensive, were nothing like as great at any time as 
were those of Freiberg & Workum. At the most, they sold, 
outside of Lexington, Ky., only in New York, Chicago, St. Louis, 
and Cincinnati, while Freiberg & Workum’s sales were made in 
practically every state in the Union. 

Admittedly, the use by the latter of the words “ Lexington 
Club” on whisky manufactured by them was known to the de- 
fendant as early as 1890, about the time the plaintiff corporation 
was formed. Reed knew of it some three or four years after he 
failed, which was in 1881, and although his knowledge may not be 
charged to the plaintiff or its predecessors, it is evidence of the fact 
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that the use by Freiberg & Workum was generally known in the 
liquor trade, as the amount and extent of their sales would seem to 
clearly indicate that it must have been. Yet no steps were taken 
during all of the years intervening between then and 1905 to 
enjoin such use; nor was any remonstrance made against it. No 
excuse for the delay is advanced. In the last-mentioned year, a 
suit was brought in the state courts of Ohio, but apparently was 
abandoned. During this time the defendant and its predecessors 
were building up a large business, greater and more extensive ter- 
ritorially than that of the plaintiff and its predecessors, and, neces- 
sarily, acquiring a reputation for the products which they manu- 
factured and sold under the trade-name of “Lexington Club.” 
Che designation in question, therefore, has come to denote in the 
public mind the products of the defendant and its predecessors 
equally as well as, if not more so than, those of the plaintiff and 
its predecessors. In this sense it is equally the trade-mark of both. 
It is urged by the defendant that under these circumstances 
the plaintiff should not be permitted to register its mark over the 
objection of the defendant. If the same principles are applicable 
to an action of this kind as would be applicable to a suit by the 
present plaintiff to enjoin the use by the defendant of the words 
‘Lexington Club,” I think that defendant’s contention is sound. 
[ cannot see that this phase of the case can be distinguished on 
principle from the decision of the circuit court of appeals of this 
circuit in Pflugh v. Eagle White Lead Co., 185 Fed. 769, 107 C. C. A. 
659 [Reporter, vol. 1, p. 101], nor from that of the circuit court of 
appeals of the second circuit in Carroll & Son Co. v. McIlvaine, 183 
Fed. 22, 105 C.C.A. 314. In the first of these cases it was said that 
the continued, persistent, and adverse use of the trade-mark by the 
defendant, to plaintiff's knowledge, during fourteen years, showed 
an abandonment of an exclusive claim by the plaintiff, and on such 
abandonment new rights had, in the meanwhile, arisen on the part of 
the public. It was held that under such circumstances it would be 
inequitable to arrest, at that late date, the defendant's trade, which 
had, with the plaintiff's knowledge, been built up upon its trade- 
mark. In the latter case, although the plaintiff had established the 
prior use of the designation “Baltimore Club” as applied to whiskies, 
it was held that a delay of nearly twenty years, after knowledge 
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of the use of the same designation by the defendant and its pre- 
decessors, to prevent such latter use, was laches, which would dis- 
entitle the plaintiff to an injunction against defendant’s use, at 
least in the territory where the defendant had always used the 
trade-name and where the plaintiff had not competed with it. 
True, in each of these cases there were other circumstances men- 
tioned in the opinions; but they in no way affected the decisions 
on the point in question. To the same effect is Valvoline Oil Co. 
v. Havoline Oil Co. (D. C. 5S. D. N. Y.) 211 Fed. 189, 194 [Re- 
porter, vol. 4, p. 257]. 

Although it was said by the Supreme Court in McLean v. 
Fleming, 96 U.S. 245, at page 253, 24 L. Ed. 828, that equity courts 
will not, in general, refuse an injunction on account of delay in 
seeking relief, where the proof of infringement is clear, and although 
this doctrine was expressly reaffirmed in Menendez v. Holt, 128 
U. S. 514, 523, 524, 9 Sup. Ct. 143, 145 (32 L. Ed. 526), vet Mr. 
Chief Justice Fuller said, in the latter case: 

“At the same time, as it is in the exercise of discretionary jurisdiction that 
the doctrine of reasonable diligence is applied, and those who seek equity must do 
it, a court might hesitate as to the measure of relief, where the use, by others, foi 
a long period, under assumed permission of the owner, had largely enhanced th: 
reputation of a particular brand. But there is nothing here in the nature of an 
estoppel—nothing which renders it inequitable to arrest at this stage any furthe1 
invasion of complainants’ rights.” 

These remarks were considered by the circuit court of appeals 
in the Eagle White Lead suit as a recognition of the doctrine that 
one will be held to be estopped to assert an exclusive right to a 
trade-mark when it would be inequitable to permit him to do so. 

In Sazlehner v. Eisner & Mendelson Co., 179 U.S. 19, 37, 21 
Sup. Ct. 7, 14 (45 L. Ed. 60), it was held that the failure of one for 
twenty years to seek to prevent others in this country, although 
such efforts had been made abroad, from using a trade-name, was 
such laches as prevented relief, although there was no proof of 
actual knowledge of infringements in this country, Mr. Justice 
Brown remarking: 

“By twenty years of inaction she was permitted the use of the word by nu 
merous other importers, and it is now too late to resuscitate her original title.” 

French Republic v. Saratoga Vichy Co., 191 U.S. 427, 436, 24 
Sup. Ct. 145, 48 L. Ed. 247, is to the same effect. 

It would, in my judgment, be most inequitable to interfere 
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with the defendant’s trade under the circumstances of this case. 
The plaintiff has known of the defendant’s use of its trade-name, 
and has taken no steps whatsoever to prevent it for at least fifteen 
years, during all of which time defendant has been building up 
its business, which is far greater and more extensive than that of 
the plaintiff. For one to permit another to build up a reputation 
for one’s goods under a trade-name for a long period of time, and 
then to assert an exclusive right to that name, and thereby acquire 
the benefit of the reputation and trade which the other has built 
up, when it lay in the power of the former at any time to have ar- 
rested the use of the trade-name by the latter, seems to me most 
inequitable, because, if the right had been asserted before the 
reputation was acquired, the infringer could have adopted another 
name and built his reputation on it. It would also tend to further 
deception upon the public, one of the results which injunctive relief 
in trade-mark cases seeks to prevent. Of course, if one knowingly 
and willfully adopts a name which has been used by another, a 
different situation might be presented. Such a case would exhibit 
actual fraud, and such, I think, is the distinguishing feature be- 
tween cases such as this and Menendez v. Holt, supra. See Sazxleh- 
ner v. Eisner & Mendelson, supra, 179 U. S. 39, 21 Sup. Ct. 7, 45 
L. Ed. 60. But nothing of that kind appears in this case. 

It remains, therefore, to consider whether such a defense is 
applicable to this kind of a suit. The statute provides that the 
registration of a trade-mark “‘shall be prima facie evidence of 
ownership.” Section 16. Section 6 permits any one who believes 
he would be damaged by the registration of a trade-mark to oppose 
the same. This latter section has been construed to mean, and 
I think properly so, that the objector must show such interest in 
the proposed trade-mark that damage may be inferred. Battle- 
Creek v. Fuller, 30 App. D. C. 411; Underwood v. Dick, 36 App. 
D. C. 175 (Reporter, vol. 1, p. 35). 

It is urged by the plaintiff that as it has shown a prior adop- 
tion and use of the mark, and as the registration thereof would be 
only prima facie evidence of ownership, the defendant could not be 
damaged by the registration, because it would have the same right 
to assert the defense, which it now urges, in any suit which might 
be brought for an infringement of the trade-mark so registered, as 
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if it were not registered. There are, I think, several answers to 
this contention. In the first place I think that the principle under 
which relief is denied in the cases before mentioned is that the one 
asserting the exclusive right, although he had such a right at one 
time, no longer has it, either on the theory that the right has been 
lost, or that he is estopped from asserting it, or from denying that 
it has been abandoned. The latter was considered by the circuit 
court of appeals of the Eighth Circuit in Layton Pure Food Co. v. 
Church & Dwight, 182 Fed. 35, 41, 104 C. C. A. 475, 32 L. R. A. 
(N.S.) 274, and apparently by the circuit court of appeals of this 
circuit in the Eagle White Lead suit, supra, to be the principle 
underlying such cases. 

Under any of these theories the defendant would be damaged 
by the registration of the trade-mark, because it would confer 
upon the plaintiff a right to which it is not entitled, and which it 
could assert against the defendant, namely, a prima facie title. 
Further, it would seem to be ridiculous for a court to direct the 
registration of a trade-mark over the opposition of another, when, 
under the facts presented, it would not permit the owner of the 
trade-mark the exclusive right to use the same as against the other. 
In addition, I can readily see that damage would result to the de- 
fendant if the plaintiff were permitted to register this trade-mark, 
because in any suit hereafter brought against the defendant for 
infringement thereof the burden of disproving the plaintiff’s title 
to the trade-mark as against the defendant would be cast upon 
the latter. Finally, the trade-mark in question, because of its 
similarity to that of the defendant and the circumstances before 
mentioned, is as much the defendant’s trade-mark as it is the 
plaintiff’s. This view, I think, is in harmony with that line of 
cases which hold that one may have a trade-mark in one sec- 
tion and another the same mark in a different section. Hanover 
Star Milling Co. v. Allen & Wheeler Co., 208 Fed. 513, 125 C. 
C. A. 515 (Reporter, vol. 3, p. 521]; Carroll v. McIlvaine, supra; Levy 
v. Waitt, 61 Fed. 1008, 10 C. C. A. 227, 25 L. R. A. 190 (C. C. A. 
Ist Cir.). 

It follows, therefore, that plaintiff is not entitled to have this 
trade-mark registered, and hence that the bill should be dismissed, 
with costs. 
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Howarp DustLess Duster Company vy. L. CLINtoN CARLETON, 
et al. 


United States District Court, District of Connecticut 
October 6, 1916 


1. Unrarr Competit1ion—AccouNnTInG—PROFITS. 

The owner of a trade-mark is entitled to recover of an infringer the profits 
arising from the sale of spurious goods with the trade-mark upon them and is 
not limited to the difference between the price for which the spurious goods would 
sell with and the price of the same goods without the trade-mark. The plain- 
tiff on an accounting need not, therefore, show that it has lost any sales by the 
infringement. 

2. Unrarr ComMPETITION—ACCOUNTING—BURDEN OF PROOF. 

There is a presumption that the sales of all goods bearing the infringing 
mark were due to the mark and any evidence to the contrary must be produced 
by the defendant, the only person who knows the facts or could make such 
proof. 

3. Unrarr Competition—Accountinc—Eauity RULE 63. 

Where the defendant, under equity rule 63, submits an affidavit showing 
that it cannot state the amount of profits on any one branch of goods manu- 
factured by it, it is proper to disallow all items of cost charged by the defendant 
against the goods involved in the accounting. 


On hearing of exceptions to master’s report. On accounting. 
Confirmed. 

For opinion on final hearing see 5 Trade-Mark Rep., 141. 

For opinions on demurrer and on motion, see 1 Trade-Mark 
Rep., pp. 110, 225. 


Oliver Mitchell, Esq., of Boston, Mass. for Plaintiff. 
Willard B. Luther, Esq., of Boston, Mass. for Defendants. 


Tuomas, District Judge: This case is now before the Court on 
defendant’s exceptions to the report of the master, to whom it was 
referred after the entry of the interlocutory judgment awarding 
the plaintiff an injunction. The injunction was granted on the 
theory that although the defendant, The Tate Manufacturing Co., 
had the full right to manufacture and sell its black dust cloth so 
long as it did not furnish it in a package resembling that of the 
plaintiff, yet 


“Tf The Tate Manufacturing Co. has made and sold its dust cloths to Carleton, 
which the latter sold, so that they may be or have been actually used by Carleton 
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so as to mislead the public, it became a joint tort feasor with Carleton and is guilty 
of contributory infringement of plaintiff's rights,—the means of deceiving purchas- 
ers giving a right of action.” 

The defendants thereupon presented before the master their 
account in the form of debit and credit, following the practice as 
directed in Equity Rule 63, and no examination was had vive voce 
or upon interrogatories, and no evidence was offered by the plaintiff. 

The master thereupon filed his report, finding profits due 
from The Tate Manufacturing Co. in the sum of $434.63, and from 
Carleton in the sum of $90. The Tate Manufacturing Co. has 
alone excepted to this report, filing two exceptions which raise 
substantially the following points: first, that the plaintiff, not hav- 
ing shown that it has lost any sales it otherwise would have made 
but for the acts of this defendant, is entitled to a merely nominal 
award for damages and is not entitled to recover any profits 
whatever; and second, that the master erred in finding on the 
uncontroverted affidavit of The Tate Manufacturing Co., the same 
being incorporated in his report, that its affidavit of cost in con- 
nection with the manufacture of dust cloths was too indefinite 
and uncertain to be allowed as to any of its items, whereas most of 
these are entirely definite and all are uncontradicted. 

1. The defendant bases its argument upon the erroneous 
assumption that the showing of lost profits in a trade-mark or 
unfair competition case is the foundation of the plaintiff’s right 
of recovery. In Benkert v. Feder, 34 Fed. 534, Judge Sawyer 
held that there was no just analogy between the infringement of 
a patent for a machine and a trade-mark (and trade-mark infringe- 
ment is but a specific form of unfair competition), and that the 
owner of a trade-mark is entitled to recover of an infringer, the 
profits arising from the sale of the spurious goods with the trade- 
mark impressed upon them, and is not limited to the difference 
between the price for which the spurious goods would sell with, 
and the price of the same goods without the trade-mark impressed 
upon them. In the course of his opinion, at page 535, the learned 
Judge said: 

“To adopt as the measure of compensation for such injuries the difference 
between the price for which the spurious goods would sell without the trade-mark 


and for which they will sell with it imprinted thereon would be a mockery of justice. 
In my judgment the infringer should at least account for the entire profits made 


ee a ARR 
Se aa a NET 


pm acs be IAD Rok SaaS wi On 


5 


i ae AIRS ¢ 


* 


Bate! et Nea 2 ae Nol. lle ae fr See 


We soa NaS 


«bashelag + 


tee 


a a 


etwas dee omes 1 


PF Bote denny de die 


eR eee 


me vm 


ote ge oe ms 


I AGE: thes 





HOWARD DUSTLESS DUSTER CO. V. L. CLINTON CARLETON, ET AL. 467 


upon the goods wrongfully sold with the trade-mark impressed thereon. And 
this is the rule established, after mature consideration, in Graham v. Plate, 40 Cal. 
598; Sawyer v. Kellogg. 9 Fed. Rep. 601. There may also be damages beyond the 
mere profits resulting to the owner of the trade-mark infringed, which he may re- 
cover. See, also, Cod. Trade-Marks, §§ 237, 246. I do not think there is any 
ust analogy with respect to profits and damages between the infringement of a 
trade-mark and a patent for an improvement in a machine. A machine may em- 
brace inventions for half a dozen improvements, for each of which there is a patent 
held by different individuals. One machine might infringe them all. In such case, 
each would be entitled to recover the profits attributable to his own invention, and 
not the profits made upon the machine as anentirety. There is no analogy to such 
. case on the infringement of a trade-mark. The infringer fraudulently attaching 
another man’s property to his own occasions only a confusion of property with a 
view of taking advantage of that other’s property. The trade-mark sells the 
whole article, however inferior or injurious in that particular, and prevents the sale 
of the owner’s goods ot equal amount. At least that is the fraudulent purpose, and 
the natural tendency, whether always accomplished or not; and the injured party 
should have at least the whole profit resulting from the wrongful act, and such I 
understand and hold the rule to be. The damage may be much more arising from 
destroying the reputation of the owner’s goods.” 


This opinion was subsequently affirmed by the circuit court 
of appeals for the ninth circuit in 70 Fed. 113. 

To the same effect is the decision of the supreme judicial 
court of Massachusetts in Reading Stove Works v. Howe, 201 Mass. 
137, where it is held that a manufacturer of detachable parts of 
stoves, who wrongfully sells such parts as the product of another 
manufacturer by making them with the trade-mark and trade-name 
of such other manufacturer, is liable in a suit in equity to account 
for the entire profits, if any, which he has derived from the sale 
of parts bearing the infringing marks. Another case directly in 
point is W. R. Lynn Shoe Co. v. Auburn-Lynn Shoe Co., 100 
Maine, 461, where it is held as well settled that the profits recov- 
erable in equity for unfair competition are governed by the same 
rule as the cases of trade-marks, and that 

“The rule which now prevails in the equity courts respecting the wrongdoer’s 
accountability for the ‘profits and damages’ resulting from his unlawful acts, re- 
quires the master not only to take an account of all profits made by the defendant, 
but also to make an inquiry in regard to all damages sustained by the plaintiff on 
account of the defendant’s wrongful acts, and since it cannot be ascertained with 
any reasonable certainty how much of the profit is due to the trade-mark and how 
much to the intrinsic value of the commodity, the whole will be awarded to the 
plaintiff. It is equally well settled that the profits recoverable in equity for unfair 
competition are governed by the same rule as in cases of infringement of trade- 
marks and are not limited to such as accrue from sales in which it is shown that the 
customer is actually deceived, but include all made on the goods sold in the simu- 
lated dress or package, and in violation of the rights of the original proprietor. Fair- 


bank Co. v. Windsor, 118 Fed. 96; Bankert v. Feder, 34 Fed. 534; Williams v. Mitchell, 
106 Fed. 168; Sawyer v. Kellogg, 9 Fed. 601; Sazlehner v. Eisner & Mendelson Co., 
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179 U.S. 19; Singer Mfg. Co. v. June Mfg. Co., 163 U.S. 169; Graham v. Pla‘e, 40 
Cal. 593; Avery v. Metkle, 85 Ky. 435; McLean v. Fleming, 96 U. S. 437.” 

Other decisions bearing out this proposition are Regis v. 
Jaynes, 191 Mass. 245, 249; Lever v. Goodwin, 36 Ch. Div. 1; and 
Hamilton Shoe Co. v. Wolf Bros., 240 U. S. 251, 262 [Reporter, 
vol. 6, p. 169]. 

Under this rule it seems clear that there was no error on the 
part of the master in refusing to rule that the plaintiff, not having 
shown that it would have sold to any of the parties to whom 
Carleton sold is not entitled to recover any profits whatsoever. 
Moreover, there was the prima facie presumption that the sales of 
all dust cloths bearing the infringing wrapper, packing, etc., 
were due to the wrapping, packing, etc., and any evidence to the 
contrary, if such there was, should have been produced by the 
defendants, for they are the only persons who know the facts, or 
could make the proof. 

2. In my opinion, the master did not err in disallowing all 
cost items of The Tate Manufacturing Co. In its affidavit it stated 
that it was unable to state the exact profits on any one branch of 
goods manufactured, and the master’s conclusion was that this 
statement was “so indefinite and uncertain . . . as to render 
it utterly impossible to determine with any approach to accuracy 
any approximation of the profits.”” As was said by Judge Sawyer 
in Benkert v. Feder, supra, 

“The trade-mark sells the whole article, however inferior or injurious in that 
particular, and prevents the sale of the owner’s goods of equal amount,” 
and 
“the injured party should have at least the whole profit resulting from the 
wrongful act.” 

The vice of the defendant’s argument is that it erroneously 
assumes that the profits recoverable in equity for unfair competi- 
tion do not include all sales, and are limited to such as accrue from 
sales in which it is shown that the customer is actually deceived. 

The authorities cited show that this is not the law, but that 
the damages do include all sales made of the goods sold in the sim- 
ulated trade-mark or package, and in violation of the rights of the 
original proprietor. If that is so, the question as to the exact 
profits on any one branch of goods manufactured is immaterial. 
Especially is this the case here, where it cannot be ascertained 
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with any reasonable certainty, how much of the profit is due to 
the trade-mark and how much to the intrinsic value of the com- 
modity. 

The real fact is that the facts admitted by the defendant in 
its account and affidavit made a prima facie account for the 
plaintiff—viz.: (a) the amount of sales; (b) that some profits were 
made, and (c) the defendant’s treasurer was unable, from the books 
or otherwise, to more than estimate the amount of profits, and the 
defendant has not discharged itself of the burden of proof cast 
upon it. 

Let an order be entered overruling the exceptions and confirm- 
ing the report of the master. 


Aunt JEMIMA Company v. Ricney & Company 
234 Fed. Rep., 804) 
United States District Court, Eastern District of New York 
July 26, 1916 


1, Unratr CoMpEetTitTion—Restttina Insgury. 

Where there is no injury suffered by the complainant, there can be no 
unfair competition and no basis for an action to enjoin same. The right to 
object to the use of one’s trade-mark by another is limited to the use thereof 
upon goods which compete with one’s own. 

2. Unratk COMPETITION—DECEPTION OF THE PUBLIC. 

The mere deception of the public gives no private right of action. The 
fact that goods are wrongfully represented to the public by the misuse of a 
trade-mark as the product of another, gives the latter no right of action where 
his own business is not interfered with. 

3. Unratr CoMPETITION—PROFIT TO THE COMPETITOR. 

The mere fact that by misuse of a trade-mark, a dealer is profiting by 
the reputation of other goods and by the goodwill of another company, does 
not, in the absence of competition, afford the latter company any ground for 
action. 

$. Unrark CompETITION—Goops OF THE SAME DescrIPTIVE PROPERTIES. 

Syrup and flour are not goods of the same descriptive properties, although 
both articles of food for human use. The rights of the owner of a 
trade-mark for flour are not, therefore, infringed by another's use of this mark 
upon syrup. 


In Equity. On final hearing. Bill of complaint dismissed. 
Hugo Mock, of New York City, for complainant. 
Owen, Owen & Crampton, of Toledo, Ohio (F. F. Crampton, of 
Toledo, Ohio, of counsel), for defendant. 
VEEDER, District Judge: This is a suit for infringement of a 
registered trade-mark and for unfair competition. It appears 
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that the Davis Milling Company, a Missouri corporation engaged 
at St. Joseph in the manufacture and sale of various kinds of flour, 
adopted about 1890 the name “Aunt Jemima’s,”’ together with a 
fanciful picture of a colored woman, as a mark for its pancake 
flour. On April 3, 1906, a certificate of registration was granted 
to it by the patent office for this mark as a “trade-mark for self- 
rising flour.”” In 1914 the Davis Milling Company was reorganized 
as the Aunt Jemima Mills Company, to which the foregoing trade- 
mark was duly assigned. Meanwhile, Rigney & Co., a New York 
corporation engaged in the manufacture of syrups, rock candy, 
etc., in the Borough of Brooklyn, adopted in February, 1968, a 
similar mark for a pancake syrup made by it. On December 29, 
1908, a certificate of registration was granted to it by the patent 
office for this mark as a “trade-mark for pancake syrup and sugar 
cream.” Upon its adoption of this mark for its pancake syrup 
the defendant notified the Davis Milling Company, and suggested 
a scheme of co-operation. Thissuggestion waseventually rejected, 
but the complainant did nothing to challenge the defendant’s right 
to its use of the mark until thissuit was instituted, November 15, 
1915. 

There is no trade-mark infringement here. To sustain a 
charge of infringement, the owner must have used it on goods of 
the same descriptive properties as the goods sold by the alleged 
infringer. ‘Fhe complainant’s predecessor in title applied for and 
was granted this mark for use on flour. Two years later the de- 
fendant applied for and was granted a similar mark for use on 
syrup. The question under the statute is whether these articles 
have the same descriptive properties. A mark may be said to be 
appropriated to merchandise of the same descriptive qualities 
when the essential characteristics of the goods are the same. 
Phanizx Paint & Varnish Co. v. John T. Lewis & Bros., 32 App. 
D. C. 285. Unless this be true, the mere similarity of the marks 
becomes immaterial. The law places no inhibition upon the use 
of the same mark by different persons, so long as the goods to 
which it is applied are so distinctive in their essential character- 
istics as to preclude the probability of confusion in trade. G. J. 
Tire Co. v. G. J. G. Motor Car Co., 39 App. D. C. 508 [Reporter, 
vol. 3. p. 243]. Flour and syrup are so distinctive. The com- 
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plainant is limited to its registration for flour. It could not extend 
its registration to syrup; for, never having made syrup, it had not 
in fact used the mark on syrup. Valid registration of a trade-mark 
is acquired, not by the invention or adoption of a word or symbol, 
but solely by affixing it to an article of merchandise as a mark; it is 
the trade, not the mark, that is protected. In other words, a regis- 
trant is entitled to prima facie ownership only of the field which 
he has actually appropriated. Hump Hairpin Co. v. De Long Hook 
& Eye Co., 39 App. D. C. 484 [Reporter, vol. 3, p. 238]. 

The same considerations are practically decisive of the issue 
of unfair competition. The objects of the law of unfair competi- 
tion as stated by the circuit court of appeals of this circuit in 
Florence Mfg. Co. v. J. C. Dowd & Co., 178 Fed. 73, 101 C. C. A. 
565, are: 

‘First, to protect the honest trader in the business which fairly belongs to 
him; second to punish the dishonest trader who is taking his competitor's business 
away by unfair means; and, third, to protect the public from deception.” 

The fundamental basis of the private remedy is, however, 
not the protection of the public from imposition, but injury to 
the complainant. That the public is deceived may be evidence 
of the fact that the original proprietor’s rights are being invaded. 
If, however, the rights of the original proprietor are in no wise in- 
terfered with, the deception of the public is no concern of a court 
of chancery. So, although fraudulent conduct which is calculated 
to deceive the public is a necessary element, it is the private loss 
of the complainant that is to be prevented, not the public injury 
arising to others. This is in conformity with general principles. 
A court of equity cannot enforce as such the police power of the 
state. It is not sufficient, therefore, that the use of a mark by a 
subsequent appropriator is calculated to deceive the public into 
believing that his goods are the goods of, that is, made by, the 
original proprietor of the mark. These principles were fully for- 
mulated by Lord Chancellor Westbury so long ago as the case of 
Leather Cloth Co. v. American Leather Cloth Co., 11 H. L. Cas. 523. 
See the statement by Circuit Judge (now Mr. Justice) Day in the 
leading case of American Washboard Co. v. Saginaw Mfg. Co. (C.C.) 
103 Fed. 281, and by Judge Swayze in the recent case of Munn & 
Co. v. Americana Co., 83 N. J. Eq. 309 (Reporter, vol. 6, p. 337]. 
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Also Borden’s Condensed Milk Co. v. Borden Ice Cream Co. (C. C.) 
201 Fed. 510 (Reporter, vol. 3, p. 80], Borthwick v. The Evening 
Post, 37 Ch. D. 449, and Weener v. Brayton, 152 Mass. 101, 25 N. 
E. 46, 8 L. R. A. 640. 

The nature of the private injury essential to the maintenance 
of the action is expressed in the title of the offense in terms of com- 
petition. Hence it is sometimes stated that where there is no 
competition there can be no action. Simplex Automobile Co. v. 
Kahnweiler, 162 App. Div. 480 [Reporter, vol. 4, p. 353]. Doubt- 
less this is usually a sufficient statement. If two articles differ in 
their descriptive qualities so that one is not likely to be taken by 
consumers for the other, then there is no direct competition in 
trade and ordinarily no injury. But I prefer to define the action in 
broad terms as resting upon injury arising from the act of the 
subsequent appropriator of a mark. For there may be injury 
other than that arising from direct competition in the sale of the 
product to which a mark is attached; as, for instance, in the case 
of British-American Tobacco Co. v. British-American Cigar Stores 
Co., 211 Fed. 933, 128 C. C. A. 431 [Reporter, vol. 4, p. 293], where 
the court relied in part upon the probable confusion in the market 
in the stocks and securities of two corporations. 

So, also, with respect to “‘unfairness.”” The mere fact of 
damage or probability of damage is not conclusive, since damage 
may result from lawful acts. such as legitimate competition. 
Fraudulent conduct on the part of the defendant is a necessary 
element, but fraudulent conduct without injury to the complainant 
does not suffice. Munn v. Americana Co., supra; Borthwick v. 
The Eveing Post, supra. That is to say, it is a question of fact, 
not merely of intention. Unless the defendant has adopted means 
calculated to injure the complainant through unfair competition, 
the intention is immaterial. G. W. Cole Co. v. American Cement 
& Oil Co., 130 Fed. 703, 65 C. C. A. 105. 

Applying these principles to the facts of this case, it is appar- 
ent that there can be no direct competition in trade between flour 
and syrup, for their descriptive qualities are dissimilar. Although 
the question whether articles belong to competitive classes is a 
question of fact rather than of law, the reports are replete with 
illustrations of the principle. In the following cases the articles 
mentioned were held to be of different descriptive qualities or 
classes: George v. Smith (C. C.) 52 Fed. 830 (canned salmon and 
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canned tomatoes and peaches); Borden’s Condensed Milk Co. v. 
Borden Ice Cream Co. (C.C.) 201 Fed. 510 (ice cream and milk) [Re- 
porter, vol. 3, p. 80]; Lawrence v. P. E. Sharpless Co. (D.C.) 203 
ed. 762 (butter and cheese) [Reporter, vol. 3, p. 211]; Atlas Mfg. 
Co. v. Street & Smith, 204 Fed. 398, 122 C. C. A. 568 [Reporter, vol. 
3, p. 259] (the title of a periodical devoted to fiction and the name of 
a personage shown on a moving picture film); Simplex Automobile 
(o. v. Kahnweiler, 162 App. Div. 480 [Reporter, vol. 4, p. 353] (auto- 
mobiles and fire extinguishers); Anglo-Swiss Condensed Milk Co. v. 
Metcalf, 31 Ch. D. 454 (condensed milk and butterine and eggs); 
Borthwick v. The Evening Post, 37 Ch. D. 449 (Morning Post and 
Evening Post, as titles for newspapers). ‘To the same effect are the 
following decisions of the court of appeals of the District of Co- 
lumbia on issues of interference in trade-mark registration: Peter 
Schoenhofen Brewing Co. v. John Sexton & Co., 41 App. D. C. 510 
grape juice and lager beer); G. J. Tire Co. v. G. J. G. Motor Car 
(o., 39 App. D. C. 508 (automobiles and rubber tires) [Reporter, 
vol. 3, p. 243]; Hump Hairpin Co. v. De Long Hook & Eye Co., 39 
App. D. C. 484 (hairpins and hooks and eyes) [Reporter, vol. 3, 
p. 238]; Johnson Educator Food Co. v. Sylvanus Smith & Co.. 
Inc., 37 App. D. C. 107 (crackers, biscuits, bread, and breakfast 
cereals, and salt, smoked, pickled, and canned fish) [Reporter, vol. 
2, p. 90]; Muralo Co. v. National Lead Co., 36 App. D. C. 541 
kalsomine and white lead) [Reporter, vol. 1, p. 50]. On the other 
hand, in the following cases in this circuit the use of similar marks 
has been enjoined: Florence Mfg. Co. v. J. C. Dowd & Co., 178 
Fed. 73, 101 C. C. A. 565 (toilet brushes and tooth brushes): 
British-American Tobacco Co., Ltd. v. British-American Cigar Stores 
(o., 211 Fed. 933, 128 C. C. A. 431 [Reporter, vol. 4, p. 293] 
wholesale and retail dealers in tobacco); American Tobacco Co. v. 
Polacsek (C. C.) 170 Fed. 117 (smoking and chewing tobacco and 
cigarettes); Van Zile v. Norub Mfg. Co. (D. C.) 228 Fed. 829 (a 
laundry washing aid and a germicide and cleansing powder for use 
in sweeping) [Reporter, vol. 6, p. 221]. 
The essential characteristics of flour and syrup are dissimilar. 
It is true that both are designed for human consumption as ar- 
ticles of food. But in other respects they differ as a hat or a glove 
differs from a shoe, though both are articles of wearing apparel. 
No one desiring to purchase flour would accept syrup without 
knowing the difference. That is the test. Muralo Co. v. National 
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Lead Co., 36 App. D. C. 541 (Reporter, vol. 1, p. 50]; Johnson Edu- 
cator Food Co. v. Sylvanus Smith & Co., Inc., 37 App. D. C. 107 
(Reporter, vol. 2, p. 90], and cases above cited. If a con- 
sumer familiar with the mark used on the complainant’s flour 
should conclude upon seeing the same mark on the defendant’s 
syrup that the complainant had extended its business to sugar, it 
would be because of no confusion in his mind between the two 
articles. To regard the trade-mark right as including both would 
be to give it the effect of a trade-name upon all goods made by a 
particular company, instead of the effect of a trade-mark used 
upon particular goods. The complainant is here relying upon a 
trade-mark, not a trade-name. Of course, it can derive no adven- 
titious advantage from its adoption of part of its mark as its cor- 
porate name six years after the known adoption and continuous 
use by the defendant of the mark upon its own product. 

Indeed, I do not understand that the complainant argues 
seriously that there is any competition between flour and syrup. 
It does, however, assert a right to relief on two other grounds: First, 
that the defendant is deceiving the public into believing that its 
syrup is made by the complainant, and thereby unlawfully avail- 
ing itself of the complainant’s reputation and extensive advertising; 
and, second, that the complainant has been, or at all events may be, 
injured by the sale by the defendant of an inferior product. 

The first contention may be answered in the language of Lord 
Justice Bowen in Borthwick v. The Evening Post, supra, where the 
proprietors of a morning newspaper sought to enjoin the use by an 
evening newspaper of the same name: 

“TI do not hesitate to draw the inference that the title was taken to deceive 
somebody. But that is not enough. Is it calculated to deceive the public in a 
way which would injure the Morning Post? It may be that it is taken to deceive 
the public without injuring the Morning Post. In my opinion that is exactly 
what has happened in this case.”’ 

“Care must be taken in these cases,” as Vice Chancellor Garrison said in 
Perlberg v. Smith, 70 N. J. Eq. 638, 62 Atl. 442, “not to extend the meaning of 
the word ‘unfair’ to that which may be unethical but not illegal. It may be 


unethical for one trader to take advantage of the advertising of his neighbor, but 
his so doing would in many cases be entirely legal.”’ 


Such is the case here. Doubtless it is deceptive, and there- 


fore morally wrong, for the defendant to suggest or intimate that 
his goods are made by the complainant. But this does not give 
rise to a private right of action, because no interference with the 
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complainant’s trade is shown. To punish an immoral, or even a 
dishonest, trader, without such proof, would be to enforce the police 
power of the state. The defendant may well, and does, assert that 
co-operative or joint association in the exploitation and sale of two 
food products consumed together tends to increase the sale of each. 
The defendant may, and probably does, profit by the use of this 
mark, but there is no proof of injury to the complainant. 

With respect to the remaining contention, the bill alleges in- 
jury to the complainant by reason of the fact that the defendant's 
syrup is of an inferior quality and unfit for use. There is no proof 
which warrants any such finding, nor any indicating any prob- 
ability that such will be the fact. It is urged, however, that the 
possibility remains. But a court of equity may not act upon a 
suggestion of possible injury; there must be proof at least of rea- 
sonable probability of injury. 

The complaint is dismissed, but, under the circumstances, 
without costs to the defendant. 

UNIVERSAL Savincs Corporation v. Morris PLan Company 
or New York, et al. 
234 Fed. Rep., 382) 
United States District Court 
Southern District of New York, January 28, 1916 


Unrark COMPETITION—APPROPRIATION OF IDEA. 

Whether any property right exists in an idea or plan for conducting busi- 
ness without physical means or devices for carrying it out, query; plaintiff's 
plan of industrial banking held not to have been appropriated by the defendant, 
whose scheme was essentially different. 


In Equity. On final hearing. Decree for defendants. 


S. M. Brandt, of Norfolk, Va., and Olcott, Gruber, Bonynge 
& McManus, of New York City, for complainant. 

Satterlee, Canfield & Stone, of New York City (R. Randolph 
Hicks, of Norfolk, Va., and Harlan F. Stone and Huger 
W. Jervey, both of New York City, of counsel) for 
defendants. 


Haze, District Judge. This is a bill in equity for an ac- 
counting and for an injunction to prevent the defendant corpora- 
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tion, the Morris Plan Company of New York, and the individual 
defendants, from appropriating or using the plan of industrial 
banking, referred to as the Morris plan of industrial banking, of 
which the complainant, the Universal Savings Corporation, claims 
to be the owner. It is averred in the bill that in 1898 this idea or 
conception of a plan of industrial banking originated with David 
Stein, whose object or purpose was to establish a system of bank- 
ing peculiarly adapted for use by workingmen, mechanics, or 
persons without financial means or credit, who, having no security, 
are ordinarily unable to obtain loans without the payment of 
exorbitant interest. It was believed that money might safely 
be loaned to a person on receipt of his promissory note, in which two 
other persons similarly situated financially had joined, by requiring 
the amount advanced to be repaid in fifty weekly installments, and 
by requiring the borrower to buy the investment stock of the bank- 
ing association to the value of the amount borrowed, thus creating 
a fund which at the end of the installment period would equal 
the amount borrowed. Under said plan the borrower, on maturity 
of the note, was to have the option of using the installment ac- 
cumulation either for paying the debt or for a share of the paid- 
up stock bearing interest at five per cent, which was usable as 
collateral for other loans or could be hypothecated by the lender 
to discharge the original debt. The bill also alleges that the stock 
of the proposed banking association was to be divided into A, B, 
and C classes. In complainant’s brief it is stated that class A is 
the installment stock, divided into shares of $50 each, payable in 
weekly installments of $1; B, the capital stock, of the par value of 
$100; and C, the investment stock, also payable on the install- 
ment plan of $1 per week, said stock being $50 per share. 

The defenses are: (1) That the complainant’s system is not 
the system under which defendants operate; (2) that there was 
no property right in complainant’s plan or system; (3) abandon- 
ment and dedication to the public; (4) that the conception or idea, 
if it constituted a property right, was vested in Stein’s trustee in 
bankruptcy; (5) laches; and (6) res adjudicata. 

In support of the allegations of the bill there was testimony 
showing that in the year 1901, at Newport News, Va., David 
Stein, complainant’s assignor, assisted in the organization of the 
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Merchants’ & Mechanics’ Savings Association, which adopted his 
alleged invention or plan of banking; that he was a director of the 
association for a short time; and that the witness Batchelor, an 
attorney, prepared the charter, by-laws, form of notes, and appli- 
cation blanks used by said association. Subsequently, in 1904, 
Stein interested the defendant, Arthur J. Morris, a practicing 
attorney, in a proposal to organize at Norfolk, Va., a banking 
association similar to that of the Merchants’ & Mechanics’ Sav- 
ings Association, and submitted to Morris a letter (Plaintiff's 
Exhibit 1) accompanied by a table, purporting to explain in detail 
his method of operation, and requesting Morris to call a meeting 
of persons with a view to perfecting the organization of such a 
company. He testified that it was agreed between him and Morris 
that, if the meeting eventuated in an association, he should be 
manager, and Morris counsel, thereof, and that he enjoined Morris 
from using said plan, table, or system without his consent; but 
there was substantial contradiction of such testimony by Morris. 

However, the proofs show that in October, 1904, a meeting was 
held in the Monticello Hotel at Norfolk, attended by various 
persons, to whom Stein was introduced by Morris as the originator 
of the plan of banking under which the Merchants’ & Merchanics’ 
Savings Association of Newport News was being operated. At 
this meeting reference was made to Plaintiff’s Exhibit 1 to demon- 
strate the possible accumulations on an investment of a certain 
amount of money in accordance with the Stein plan, subject to 
losses and expenses of operation; but no definite action was taken, 
although it appears that a prospectus and subscription agree- 
ment, dated March 5, 1905 (Plaintiff’s Exhibit 2), was later pre- 
pared by Morris, and signed by him and one Upton and a third 
person. Little was done to obtain further subscriptions, and the 
proposed banking organization did not materialize. 

To show continued connection by Morris with the Stein plan 
to the year 1907, Stein gave testimony that efforts were made to 
apply the said plan to the Portsmouth Investment Company, a 
corporation about to be liquidated, and a new prospectus and sub- 
scription agreement (Plaintiff’s Exhibit 3) were prepared; but such 
testimony is not fully credited. Morris, though admitting that 
he prepared the prospectus (Plaintiff’s Exhibit 2), based upon the 
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by-laws of the Merchants’ & Mechanics’ Savings Association, 
denies having prepared Plaintiff's Exhibit 3, and claims that it was 
not written in his office. His stenographer corroborates such 
testimony. Stein swore also that his relations with Morris con- 
tinued practically down to the incorporation of the Fidelity Savings 
& Trust Company; that he frequently discussed his plan with 
Morris and counseled with him in relation thereto; and that he 
believed the latter was continuing his efforts towards promoting 
the desired organization. Morris, however, contradicted such 
testimony, claiming that his connection with the matter positively 
ceased in 1905, and that he advised Stein to counsel with the wit- 
ness Upton, who perhaps could help him. On this point there was 
much dispute, but the burden rested upon complainant to prove 
by a fair preponderance of the evidence that such relations con- 
tinued, and that Stein had reason to believe that Morris would 
continue to promote the original undertaking. In this it has 
failed. There is evidence that Stein subsequently conferred with 
Upton, to whom Morris delivered the prospectus prepared by 
him; but little was done to organize a company, and the work of 
promotion was apparently abandoned. 

About five years later, in April, 1910, the Fidelity Savings & 
Trust Company was organized by Morris under chapter 49a of the 
Code of Virginia. Such company concededly embodies the Morris 
plan of industrial banking, notwithstanding its organization under 
the statute law of the state of Virginia, and I think was essentially 
different from Stein’s plan of banking, or the plan under which 
the Merchants’ & Mechanics’ Savings Association was carrying on 
its business. It is true the form of notes, application blanks, 
constitution, and by-laws were perhaps modeled on those of the 
Merchants’ & Mechanics’ Savings Association, and that there were 
other similarities; but such similar features, as hereinafter stated, 
were old expedients. 

It appears that since its organization the Fidelity Savings & 
‘Trust Company has been successfully operated, and that numerous 
banks have been organized throughout the country, with large 
capital stocks, to engage in such plan of banking, all meeting with 
extraordinary success. Demands for banks of this kind have be- 
come so extensive as to necessitate the formation of the Fidelity 
Corporation of America and the Industrial Finance Corporation 
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of New York as organizing agencies to supply such demand. It is 
pointed out that the popularity of such institutions is indicated by 
the fact that the Industrial Finance Corporation of New York began 
business in June, 1914, with a subscribed capital stock of $1,500,000 
and an authorized capital of $7,000,000, and was instrumental in 
the organization of the Morris Plan Company of New York, de- 
fendant herein. 

The principal question is whether the respective plans of 
banking under discussion are substantially similar. I think they 
are fundamentally different. There are, of course, similar elements 
embodied in each plan; but the feature of a fixed capital subscribed 
by independent investors, present in the Morris plan, but not in 
the Stein plan, is of vital importance, and makes the former plan 
appeal more readily to investors than the Stein plan, wherein the 
organizers subscribe for capita! stock payable in installments; the 
fund so obtained being loaned out, and the borrower at the time of 
borrowing receiving investment stock convertible into capital 
stock. Under the Morris plan, on the contrary, the borrower 
purchased certificates of investment, or obligations of the company, 
which were not convertible into capital stock. The witness 
Williams, a banking expert, clearly differentiated the two plans, 
showing that one is operated upon a mutual basis, the members or 
borrowers subscribing to the capital stock and participating in the 
profits and losses, and the other upon a fixed capital, the stock- 
holders being the managers and proprietors of the banking in- 
stitution, and the borrowers and savers not participating in the 
profits and losses. 

Complainant, however, contends that the letter and table 
delivered by Stein to Morris disclose a fixed capital stock in the 
Stein plan. True enough, the letter indicates a capital stock 
realized by the sale of class A stock, and states that the profits will 
inure to the benefit of B stock, and that “we will also sell more B 
stock, * * * from which these people will not get any profits 
before the annual meeting.”’ The wording of the letter conveys 
the idea that the plan was mutual in its character, the members 
and borrowers contributing the capital stock, which was not a fixed 
capital stock, but one that fluctuated. That this is a proper in- 
terpretation is shown by article 2, sections 5 and 6, of the by-laws 
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of the Merchants’ & Mechanics’ Savings Association, which sub- 
stantially provide that holders of A stock can convert the same into 
B stock. The table shows a calculation of profits to be derived 
from loaning $20,000 in accordance with the Stein plan; the theory 
being that payments and interest would be immediately reloaned 
on similar terms. In my judgment there is no property right in 
such table, as it is merely a mathematical computation. 

The feature of accepting as security for a loan to one of the 
makers a note made by him and two joint makers, as a guaranty of 
good character, without requiring as security either real estate or 
personal property, was not a new expedient; such being a known 
form of security in co-operative banking institutions abroad. In 
the pamphlet of Henry W. Wolff in evidence, published 1898, it 
appears that in so-called village banks or friendly societies, limiting 
the borrowing powers of members, notes of hand signed by two 
sureties were deemed sufficient security, and it is stated therein 
that payment of loans by weekly installments was a method 
generally adopted by loan societies and similar bodies, although 
perhaps not the best method for village banks. Members of such 
savings societies are required to take up a share in the society, for 
which they may pay in one sum or in weekly installments. There 
is also testimony to the effect that Stein remarked to various 
witnesses at the time of the organization of the Merchants’ & 
Mechanics’ Savings Association that he had become acquainted 
with the plan under which it was being organized in Russia. How- 
ever this may be, it is difficult to conceive that a property right 
exists in an idea or scheme for conducting business without phys- 
ical means or devices for carrying it out. Bristol v. E. L. A. 
Society, 52 Hun, 161, 5 N. Y. Supp. 131; Burnell v. Chown (C. C.) 
69 Fed. 993; Bristol v. E. L. A. Society, 182 N. Y. 264, 50 N. E. 
506, 28 Am. St. Rep. 568. 

Inasmuch as I have reached the conclusion that the defendants 
are not appropriating the plan of Stein, or the result of labor or 
research on his part, but have merely adapted known features in 
connection with features originated by Morris to a system of in- 
dustrial banking, it is unnecessary to pass upon the defenses of 
laches, res adjudicata, and the trustee’s title to the Stein plan. 

The bill is without equity, and is dismissed, with costs. 
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WaLTHaM Watcu CoMPANY v. SAMUEL J. St. CLair 


United States District Court 


1 en 


Southern District of New York, April 8, 1916 


UnrarR CoMPETITION—PROPER NAME. 
The use of the name “Wertheim” upon a watch, printed in a form of 
lettering long associated with the name ‘“ Wa!tham’”’ upon watches, leads to 
deception and it is unfair competition. 


Injunction granted to restrain the use of the word in this 
form of lettering. 

Crawford, Harris & Goodwin, for plaintiff. 

Milton M. Brooke, for defendant. 


Hovucu, D. J.: While this is a trivial matter so far as money is 
concerned, I am convinced that defendant is carrying on a small 
but active campaign of deception. 

He has not advertised, nor probably openly stated, even to a 
prospective customer, that the “Wertheim” watch is a Waltham 
watch; but be has so arranged new Wertheim and old Waltham 
watches in his window as to encourage mistakes among the ig- 
norant, and if any one of the ignorant seems impressed with the 
idea that Wertheim is Waltham—he has encouraged the mistake. 

He could not carry this deception through if it were not for the 
shape of the letters spelling “ Wertheim” upon the face of the watch 
in question. 

It requires careful observation, and rather a keen eye, to read 
the word “‘ Wertheim”’ at all, and since it is in letters long associated 
} with one brand of Waltham watch, I think it is one of those un- 
necessary and non-functional similarities or imitations which con- 
stitute the essence of unfair competition and trade-mark infringe- 
ment. 


Dh PLOY. FL 


Upon the filing of a bond in the sum of $250 the plaintiff may 
take an injunction pendents lite substantially following the first 
and second prayers of the bill; but it is also held that if the de- 
fendant should change, or have changed, the letters of the word 
“Wertheim” upon the watch face to a form of letters not used by 
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the Waltham Company upon any of its watch faces—such changed 
legend would not be held to violate the injunction granted. 

Under any circumstances, however, plaintiff is entitled to an 
injunction against the false representations sufficiently proven by 
the moving papers herein. 


THe Batpwin Piano Co. v. R. S. Howarp Co. 
(233 Fed. Rep., 446) 
United States District Court 
Southern District of New York, May 23, 1916 


UnrarR CoMPETITION—ForRM oF DECREE. 
Scope of injunction determined. 


On settlement of final decree. For decision on final hearing 
see Reporter, vol. 6, p. 310. 


Lawrence Maxwell, Edmund Wetmore, John Cross and Oscar 
N. Jeffery, for plaintiff. 
Samuel S. Watson, for defendant. 


Hovuan, D. J.: After reflection, I am convinced that the 
proper order should preserve that status of the parties to this suit 
which existed until the defendant began to stamp “Howard” 
merely on the back of its pianos and to encourage advertising (if 
not to advertise itself) under the name “‘ Howard” alone. 

The defendant has never used “Robert S. Howard” or “R. 5. 
Howard” without the suffix “Company” or “Co.” There is no 
reason why it should do it; there is no evidence that it has any 
right to do it—although Mr. Howard could doubtless create that 
right (so far as he is concerned) at any moment. 

The plaintiff has the superior right, and that superior right 
can best be maintained by requiring the suffix “Company”’ or 
“Co.” to be used by the defendant. 

I have therefore signed the decree as propounded by plaintiff. 
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NestLE & ANGLO-Swiss CONDENSED MiLk Co. anp BorbeEn’s 
CONDENSED Mitk Co. vy. HoLuanp Foop 
CORPORATION 


229 O. G., 1573) 
Court of Appeals of the District of Columbia, May 29, 1916 


ConriicTING TrRADE-MarKs 
A trade-mark consisting of the representation of a milkmaid and the word 
“Milkmaid” conflicts with a trade-mark consisting of the name “‘ Milkman,”’ 
associated with a picture which includes the representation of a man and 
woman in Dutch attire 
For the decision of the commissioner of patents See Reporter, 
vol. 6, p. 244. 


Mr. W. B. Edmonds, for the appellant. 
Mr. J.W. Crandall, for the appellee. 


SueparD, C. J.: “The Holland Food Corporation applies 
for registration of a trade-mark for condensed milk. 

The mark consists of the word “‘Milkman”’ together with a 
picture including the figure of a man and woman in Dutch attire, 
and a panel having a figure of a man and two cows in the back- 
ground. The figure of the man in Dutch costume is dressed in the 
garb of the natives of Vollendam, and other of the villages of 
Holland, which, in the picture, is very much like the dress of the 
woman. Over the figure is printed in large type “Condensed 
Milk,” underneath are the words “ Milkman Brand” in like large 
type. 

The registration was opposed by the Nestle and Anglo-Swiss 
Condensed Milk Company and Borden’s Condensed Milk Com- 
pany. Borden’s Condensed Milk Company is the exclusive 
agent and representative of the Nestle and Anglo-Swiss Condensed 
Milk Company in the United States, and has the exclusive right 
to the trade-mark which was adopted and used in 1870, and has 
been in continuous use since in the United States. 

The label showing the trade-mark is for condensed milk, which 
is in large type, has over it the words “ Milkmaid Brand,” which is 
the trade-mark. This mark was registered in the United States 
Patent Office April 3, 1900. Another registration was had Feb- 
ruary 12, 1907. 
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The mark as used now is a label on the container which shows 
the word “Borden’s” in conspicuous type at the top, the words 
“Milkmaid Brand” in larger type following. Underneath there 
is a figure representing a milkmaid with a pail in her hand and one 
on her head. At the bottom of the figure in large type are the 
words “‘Condensed Milk.”’ 

The applicant, Holland Food Corporation, sets up the date of 
its use in the United States commencing December 20, 1913. 

An agreed statement of facts by the parties shows that the 
Milkman brand has been used in Switzerland and England and 
other foreign countries since 1879 by the Holland Food Corpo- 
ration and its predecessor, R. Lehmann & Company, and the ex- 
clusive right to use the trade-mark has been assigned to the Hol- 
land Food Corporation, October 21, 1914. 

This evidence is immaterial to the issue here. 

We are of the opinion that there is such similarity in the marks 
as is likely to produce confusion in trade, and that the application 
should have been denied. 

The decision is reversed, and this decision will be certified by 
the clerk to the commissioner of patents. 





SHULL-Day Company v. LEvy OveRALL MANUFACTURING Co. 


Court of Appeals of the District of Columbia, May 29, 1916 


ConFLicTiInc Marks. 

A trade-mark consisting of the word and figure “ Big 3,”’ with the picture 
of a man in overalls standing within the figure does not conflict with a regis- 
tered trade-mark consisting of the figure “5” in large type with the words 
“Big 5” written in the upper bar thereof and the picture of five workmen in 
the loop of the “‘3,”’ especially since it appears that a third party has a still 
earlier registration of “Big 4’’ for overalls. The registrant’s right to the use 
of the word “Big” is limited to its association with the particular figure ‘‘5” 
adopted by it. 


For the decision of the commissioner of patents, see Reporter, 
vol. 6, p. 145. 


Mr. J. W. Crandall for the appellant. 
Mr. A. M. Allen for the appellee. 


SHEparD, C. J.: The Levy Overall Manufacturing Company 
applied for the registration of the trade-mark “Big 3.”" The word 
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“Big” is in large type and the figure “3” in still larger type. 
Within the figure is a picture of a man in overalls having an arm 
extended displaying a placard. 

The registration was opposed by the Shull-Day Company, 
which has a previous registered trade-mark of “Big 5,’ consisting 
of a figure “5” in large type, within the loop of which is a group of 
five workmen. In the upper bar of the figure are the words “ Big 
Five’’ in comparatively small type. The mark was registered 
August 9, 1910. 

It appears also that prior to this registration the Rice-Styx 
Company of St. Louis, Mo., had registered a trade-mark “Big 4” 
for overalls. 

Experts for the Shull-Day Company testified that confusion 

I ‘ : 
in trade would likely result from the word “ Big” common to both 
marks, and the similarity of figures “5” and “3.” Experts on 
behalf of the Levy Overall Manufacturing Company testified to 
the contrary. 

The examiner of interferences thus discussed the evidence of 
actual confusion. He said: 

There is some evidence in behalf of opposer that samples of overalls that were 
sent out by applicant to certain merchants were disposed of by substituting them for 
the Big Five overalls of opposer. It appears, however, that this was not the result 
of any confusion of marks, and that a garment of any other make or brand could 
have been as easily substituted. The witness Harding testified that on one occa- 
sion when he asked for a pair of Big 5 overalls he was handed out a Big 3, and that 
he did not notice the difference until he opened the package. He does not say, 
however, that he saw the mark on the garment when he bought it. Furthermore, 
it appears that when he did take notice of the mark, he saw that it was not a Big 


5. There is no evidence, therefore, of any actual confusion having resulted from 
the concurrent use of the marks 


This is an accurate résumé of the evidence as to actual con- 
fusion. 

The commissioner was of the opinion that the Rice-Styx 
Company registration must be taken as prima facie ownership by 
that company of the word “Big” and the numeral “4,” and that 
the case was thereby within the rule laid down by the Supreme 
Court in Liggett & Meyers Tobacco Company v. Finzer (128 U. 
5., 182). See also Nestle and Anglo-Swiss Condensed Milk Com- 
pany v. Walter Baker Company (37 App. D. C., 148) [Reporter, 
vol. 1, p. 90], in which it was held that inasmuch as the Walter 
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Baker Company was not the originator of the representation of a 
woman it was only entitled to prevail over others that used the 
particular figure of the woman shown in its trade-mark. 

Under this rule the Shull-Day Company is only entitled to 
exclusive use of the word “ Big” in connection with the particular 
numeral it has used, namely, the figure “5.” 

The decision of the commissioner is correct, and it is affirmed. 

The clerk will certify this decision to the commissioner of 
patents. 








